

ractitioner's Docket No. 0152.00378 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



?$&e application of: ROBERT SACKSTEIN 

Serial No.: 09/619,290 Group No.: 1646 

Filed: July 19, 2000 Examiner: Not Assigned 

For: SULFATION-INDEPENDENT L-SELECTIN OR E-SELECTIN LIGAND 

(HCELL) AND THERAPEUTICS THEREOF 

RESPONSE TO NOTICE TO FILE MISSING PARTS OF 
NONPROVISIONAL APPLICATION 

Box - Missing Parts HFPFIVFD 
Assistant Commissioner for Patents 

Washington, DC 20231 FEB 0 5 2002 

OFFICE OF PETITIONS 

Dear Sir: 



Applicant hereby petitions for five months extension of time within 
which to respond to the outstanding Decision Refusing Status Under 37 CFR 
1.47(b). Granting the petition would extend the time for filing the Response to 
January 14, 2002. The appropriate petition fee of $980.00 is enclosed her ®)o^Q^|\/£D 

Enclosed herewith are the following: LI / t n - 

OFFICE OF PF^Q^/ 

1. Copy of Notice to File Missing Parts of Nonprovisional 
Application; 

2. Unexecuted Declaration; 

3. Statement Establishing Proprietary Interest by Person Signing 
on Behalf of Nonsigning Inventor as supported by the attached 
Revenue Allocation Agreement and Florida Statutes 240.229 
and 240.241 confers this authority when the University of 
South Florida adopted Rule 6C4-10.012; 
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4. Added Page to Combine Declaration and Power of Attorney for 
Signature by Person with Sufficient Proprietary Interest on 
Behalf of Nonsigning Inventor who Refuses to Sign or Cannot 
be Reached including a statement of the last known address of 
the non-signing inventor; 

5. Statement of Facts in Support of Filing on Behalf of Nonsigning 
Inventor and Proof that the Non-Signing Inventor refuses to 
sign the declaration; 

6. A statement providing proof of irreparable damage; 

7. Our check in the amount of $65.00 in payment of the required 
surcharge. 

Please charge our Deposit Account No. 11-1449 for any additional 
fees or credit our account for any overpayment. 



Respectfully submitted, 
KOHN & ASSOCIATES 




Registration No. 45,791 
30500 Northwestern Hwy., Suite 410 
Farmington Hills, Michigan 48334 
Tel: 248-539-5050 



CERTIFICATE OF MAILING UNDER 37 CFR 1.10 
EXPRESS MAIL No. EL 802961317 US 



I hereby certify that on this 14TH day of January , 2002, this correspondence is being deposited as 

"First Class Mail - Post Office to Addressee" with the United States Postal Service, and addressed to: Assistant 
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United States Patent and Trademark Office 



\ flT^. FILING/RECEIPT DATE ""]" 



COMMISSIONER FOR PATENTS 

United States Patent and Trademark Office 

WASHINGTON , OX. 20 231 

www.usptagov 



application numb: 




FIRST NAMED APPLICANT 



ATTORNEY DOCKET NUMBER 



09/619,29 



^ ,07/19/2000 

O' 



Robert Sackstein 



0152.00378 



Amy E Rinaldo 
Kohn & Associated 
30500 Northwestern 
Suite 410 
Farmington Hills, Ml 48334 



FORMALITIES LETTER 

lllllllilllflOVIiWlIfllllll 



•OC000000005394287* 



Date Mailed: 09/13/2000 

NOTICE TO FILE MISSING PARTS OF NONPROVISIONAL APPLICATION 

FILED UNDER 37 CFR 1.53(b) 
Filing Date Granted 

An application number and filing date have been accorded to this application. The item(s) indicated below, 
however, are missing. Applicant is given TWO MONTHS from the date of this Notice within which to file ail 
required items and pay any fees required below to avoid abandonment. Extensions of time may be obtained 
by filing a petition accompanied by the extension fee under the provisions of 37 CFR 1.136(a). 

• The oath or declaration is unsigned. 

• To avoid abandonment, a late filing fee or oath or declaration surcharge as set forth in 37 CFR 1.16(e) 
of ^$65 for a small entity in compliance with 37 CFR 1.27, must be submitted with the missing items 
identified in this letter. 

• The balance due by applicant is $ 65. 

RECElVFn 



^ A copy of this notice MUST be returned with the reply. ^ E B 0 5 2002 



OFFICE OF PETITIONS 



CjSomer Service Center 



Initial Patent Examination Division (703) 308-1202 S^j 

PART 2 - COPY TO BE RETURNED WITH RESPONSE ^ ' * 
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REVENUE ALLOCATION AGREEMENT 

This Agreement is entered into this 3 _ day of CXtol^A , 19jW_, by 

and among the University of South Florida, acting for and on behalf of the Board of Regents, 
a public corporation of the State of Florida, of 4202 E. Fowler Avenue, Tampa, Florida 33620 
("University"), the University of. South Florida Research Foundation, Inc., a university direct- 
support organization under Florida law, of 4202 E. Fowler Avenue; Tampa, Florida 33620 
("Research Foundation"), and Robert Sackstein, an individual residing in the State of Florida 
("Inventor") The purpose of this Agreement is to define a basis for cooperation between the 
parties in the development, protection, and commercial exploitation of a certain invention made 
by Inventor. 

INTRODUCTION 

1, Inventor is employed by, or is a student of, University and has made a certain invention 
described hereinafter. 

2. Inventor, University, and Research Foundation desire to cooperate in the development 
protection, and commercial exploitation of the said invention. 

In consideration of the above premises and the mutual covenants and conditions 
contained herein, Inventor, University, and Research Foundation agree as follows: 



1. Definitions. 

1.1 Subject Invention(s). The term "Subject Invention(s)" as used in this 
Agreement means any discovery, invention, process, composition of matter, 
article of manufacture, know-how, design, model, technological development, 
program or other works, strain, variety, culture of any organism, or portion, 
modification, translation, or extension of these items, and any mark used in 
connection with these items, which is conceived or authored by Inventor and is 
more particularly described in Inventor's Disclosure of Invention entitled, 
Detection of an L-Selectin Ligand on a Hematopoietic Progenitor Cell Line dated 
September 6, 1994. 

1.2 Patent Rights. The term "Patent Rights'* as used in this Agreement means: 

(a) Any U.S. patent application hereafter filed covering any Subject Invention(s), any 
division, continuation, and continuation-in-part of any such application, and any 
patent which shall be issued based on such application, division, continuation, 
and continuation-in-part; and 

(b) Any patent which is a reissue or an extension of, or a patent of addition 
to, any patent defined in (a) above; and 
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(c) Any patent application or patent corresponding to any patent application 
or patent identified in (a) or (b) above which is hereafter filed or issued 
in any country other than the United States. 

(d) Any other right(s) existing under Federal or State statutes or common law 
to exploit, exclusively and nonexclusively* any Subject Invention(s), 
including but not limited to the rights to all associated trade secrets and 
know-how, and to copyrights. 

2, Commercialization of Patent Rights, 

2.1 Inventor agrees to and does hereby assign to University, and University agrees 
to exclusively license to Research Foundation their entire right, title, and interest 
in and to the Subject Invention(s), and the Patent Rights pertaining thereto for 
the purpose of commercial exploitation thereof for the benefit of Inventor and 
University in accordance with the terms of this Agreement and other applicable 
agreements, policies, and laws. 

2.2 University. Research Foundation, and Inventor shall cooperate as follows in the 
filing, prosecution, assignment, and maintenance of the Patent Rights, and in the 
commercial exploitation of the Patent Rights: 

(i) The filing, prosecution, assignment, and maintenance of the Patent Rights shall 
be carried out by University. Inventor shall cooperate with Patent Counsel 
designated and engaged by University. All decisions regarding the scope of 
patent coverage, claim language, and other matters bearing on the substantive 
content of patents included in the Patent Rights, and the filing of foreign patent 
applications, shall be made by University in consultation with Patent Counsel and 
Inventor. Research Foundation may agree that a sublicensee will, at its own 
expense, carry out the filing, prosecution, assignment, and maintenance of the 
Patent Rights. 

(ii) University shall be responsible for the payment of all costs, expenses, taxes, and 
attorney's fees relating to the filing, prosecution, assignment and maintenance 
of patent applications and patents included in the Patent Rights; provided that 
Research Foundation may require licensees to pay or reimburse Research 
Foundation and/or University for such costs, expenses, taxes, and fees. 

(iii) Research Foundation agrees to use its best efforts to commercialize the Patent 
Rights by licensing or selling the Patent Rights to third parties. It will be the 
responsibility of Research Foundation to screen and select qualified potential 
licensees and purchasers, and to prepare and negotiate the terms of any 
sublicense or purchase agreement (hereinafter License Agreements), provided 
that University and Inventor shall meet and confer with Research Foundation 
regarding specific aims of such negotiations and provided further that all such 
licensees and License Agreements (and any amendments or waivers thereto) 
must be approved in advance by University. Such License Agreements shall 
provide thai a\\ amounts payable as license fees, royalties, or like proceeds shall 

2 



01/14/02 MON 16:35 [TX/RX NO 6036] 



(v) 



(vi) 



(1) 

(2) 



USF/PFITENTS/ LICENSII^^ax:813-974-8490 Jan 14^2 15:42 P. 05 

Agreement. Research f^SS^JL^Sl^Z ^ Section 2 * 
a copy of any fully ^e^u^ZTl^^} 0 and * 

wa,vers thereto) within thirty f^^SS^S^ 

(lv) p^n F r^ e ar^x-j cr s r*- * r^, 

Agreement respecting the M*£l£? 3ny Uce " s 

^5 dancew *th the terms of this Agreemenf and «1k W and ad ™nfetered ir. 
Polices, and laws. In accordance ^ wftHl D tl ?a P ' icabte a 9 ree ^nts. 
Agreement. USF Rule, and the UniVe^iJs stTj?* , Co,,ective Bargaining 
Inventions and Works, Research FouZlti^LS Ju^? 1 0f Po,icv ^d»ng 
shares of net revenue: r °unoation shall al/ocate and pay the following 

Inventor sha,, receive Forgive percent (45%) of net ^ 

-^^^^ 

accoumable officer for this fund sWte^S^ and a «> ro «"- The 

Rights, .ncuo.no ^T£%Z a T^ ,° f ' be PaS 

fees .royalties, or like proceeds under anvTSSl ^ oundatron « license 
Ihe Patent Rights, minus Ww^n J'^^T'"'?' "*'*'*"!' 

under the License Agreement^) and ' S~ I a 2* ^""^flon's proceeds 
inventor pursuant to Section 2 3 l /iv) above ^^dafon's payments to 

SiHSr,^ e,e « <° -thdraw from this Agreement 

and interest in the Xft S^r ™* a ?J? n '™entor the entire righ^e 
interest in proceeds from toe SS^Tl^"^ a " y ^Ponding 
of them. In this event neither exportation of the Patent Rights or anv 

further obligation to S^mZ^S^ ReSSarcn foundation shi, S 
Rights or to pay an P ' furthe ^^2°" a " d «=ornmerc.al exploitation of the Patent 
connection theVwi^e^^ -y be incu^in 
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such withdrawal Upon such withdrawal and assignment to Inv ntor, neither 
Res arch Foundation nor University shall thereafter have any rights regarding 
or exercise any control over negotiations regarding commercial utilization and 
exploitation or other management and administration of the Patent Rights. 

(vii) The obligation of Research Foundation to allocate and pay to Inventor the above 
specified share of Research Foundation's proceeds under any License 
Agreement(s) respecting the Patent Rights shall be in effect for the life of such 
License Agreement(s) and shall inure to the benefit of Inventor, and his/her 
successors and assigns, irrespective of whether Inventor is employed by 
University. 

3. General Provisions. 

3.1 Notices, Any notice or other communication under this Agreement shall be in 
writing and shall be sent by certified or registered mail, first class, postage 
prepaid, or personally delivered to: 

UNIVERSITY: Office of Research 



Any party may, by written notice to the other parties, change the address to 
which notices shall be directed. 

3.2 Governing Law. The parties shall endeavor to resolve any claims, disputes, 
and controversies arising under this Agreement by good-faith negotiation. This 
Agreement shall be governed by the laws of the State of Florida* 

3.3 Entire Agreement. This constitutes the entire Agreement of the parties and 
supersedes all prior written or oral agreements on the subject matter hereof. 
Any change or addition to this Agreement shall be in writing and executed by the 
duly authorized representatives of the parties. 

3.4 Liability Protection. It is understood and acknowledged that Inventor's 
activities pursuant to the research and development program described in 
Section 2 above are within the scope of Inventor's employment by University, 
and Inventor is therefore protected against personal liability arising therefrom in 
accordance with the terms of Statute 768.28(9)(a), Florida Statutes (1989). 



University of South Florida 

4202 East Fowler Avenue, FAO 126 

Tampa, Florida 33620-7900 



RESEARCH FOUNDATION: 



USF 3004 

Tampa, Florida 33620-3004 



INVENTOR: 



Robert Sackstein, M.D., Ph.D. 
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3.5 Counterparts. This Agreement may be xecuted in any number of 
counterparts, each of which shall be deemed an original, and all counterparts 
shall constitute one and the same Agreement, which shall be sufficiently 
evidenced for all purposes by any one executed counterpart. 

IN WITNESS WHEREOF, the parties hereto have caused this Agreement to be 
executed by their respective, duly authorized representatives. 



Witness 



"University" 

UNIVERSITY OF SOUTH FLORIDA, acting for and on behalf 
of the Board of Regents, a public corporation of the State of 
Florida 



BY: 
TITI 




ice President for Research 



Witness 



"Research Foundation" 

UNIVERSm^JSF^OUTH FLORIDA RESEARCH 
FOUNDA 

BY: _ 
TITLE: 




Executive Director 



Witness 




Social Security Mnmi w %&7- fS'4/&^ 



wpSiusMsxcfcaUcagt 
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